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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Species I in the reply filed on 7/10/06 is 
acknowledged. The traversal is on the ground(s) that the restriction requirement is 
unclear. Applicant has requested a new restriction requirement between the method 
and apparatus claims. The requested requirement is as follows. 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-17, 32-64, drawn to an apparatus to excise tissue, classified in 
class 606, subclass 045. 

II. Claims 18-31 , drawn to a method for excising tissue sample from a body, 
classified in class 128, subclass 898. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions II and I are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the process as claimed can be practiced by another and 
materially different apparatus that does not include a connection to a medical device. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
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because the inventions have acquired a separate status in the art in view of their 
different classification, restriction for examination purposes as indicated is proper. 

In the response filed 7/10/06 to the original restriction requirement a provisional 
election was made without traverse to prosecute the invention of group I claims 1-17 
and 32-64. Claims 18-31 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 7-9, 15-17, 32-40, 45-52, 54-56 and 62-64 are rejected under 35 
U.S.C. 102(b) as being anticipated by Willink et al. (US 6254600). Willink et al. disclose 
an apparatus to excise tissue comprising a conducting element (1240) configured to 
receive power, an insulating holder (1208) coupled to the conducting element and a 
connector coupled to the insulating holder for connection to a medical device (col. 12 
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line 56 - col. 13 line 14. Willink et al. disclose the conducting element as being made of 
a conducting material in col. 33 lines 1-10. Moreover, Willink et al. disclose the 
insulating holder as being made of ceramic in col. 32 lines 41-51. 

Claim Rejections - 35 USC § 103 

■ 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6, 41 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Willink et al. in view of Eggers et al. (US 61 1 3597). Willink et al. teach all of the 
limitations of the claims except the conducting element including a plurality of micro- 
fractures. Eggers et al. disclose a similar device and teach that it is old and well known 
in the art to provide micro-fractures on a conducting element to promote localized high 
current densities to facilitate ablation or cutting of the tissue. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
provide a plurality of micro-fractures on the conducting element of Willink et al. to 
promote localized high current densities to facilitate ablation of cutting of the tissue. 

Claims 10 and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Willink et al. in view of Passafaro et al. (US 6139557). Willink et al. teach all of the 
limitations of the claims except the electrical wire being secured with a spring tension 
device and a friction tension device. Passafaro et al. disclose a surgical device and 
teach that it is old and well known in the art to secure a wire with a spring tension and 
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friction tension device to maintain the tension of the wire. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to secure 
the electrical wire of Willink et al. with a spring tension device and a friction tension 
device as taught by Passafaro et al. to maintain the tension of the electrode wire of 
Willink et al. 

m 

Claims 11, 12, 42 and 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Willink et al. in view of Broadwin et al. (US 4931 047). Willink et al. 
teach all of the limitations of the claims except a vibrating mechanism being coupled to 
the conducting element. Broadwin et al. disclose a similar device and teach that it is old 
and well known in the art to couple a vibrating mechanism to a conducing element to 
help increase the rate of tissue removal. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to couple a vibrating 
mechanism to the conducting element of Willink et al. to increase the rate of tissue 
removal. 

Claims 13, 14, 43, 44, 60 and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Willink et al. in view of Edwards et al. (US 6077257). Willink et al. 
teach all of the limitations of the claims except a temperature sensor and an impedance 
sensor coupled to the conducting element. Edwards et al. disclose a similar device and 
teach that it is old and well known in the art to couple a temperature sensor and an 
impedance sensor to a conducting element to provide feedback control to the power 
supply. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to couple a temperature sensor and an impedance sensor 
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* 

to the conducting element of Willink et al. as a means of providing feedback control to 
the power supply of the device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rosiland S. Rollins whose telephone number is (571) 
272-4772. The examiner can normally be reached on Mon.-Fri. 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Linda C. Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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